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PTO-90C (Rev. 07-01) 



Notice Of Defective Paper In 
m9A$edt Ex Parte Reexamination 



Control Number 

90/005,710 



Examiner 

Chester T. Barry 



Patent Under Reexamination 

i 5846435 



Art Unit 

1724 



-The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

S Since no proof of service was included with the paper filed on 16 October 2001 , it fails to comply with 37 CFR 1.248 and 
1.540. Proof of service is required within ONE (1) MONTH from the mailing date of this letter or within the time remaining in 
the response period of the last Office action. Failure to provide proof of service may result in a refusal to consider the paper. 



2. □ The paper filed on 



, is unsigned. A duplicate paper or ratification, properly signed, is required within ONE (1) MONTH 



from the mailing date of this letter or within the time remaining in the response period of the last Office action. 



3. □ The paper filed on , 



. is signed by. 



who is not of record. A duplicate paper or ratification signed by a person of 



record, or by a person made of record by way of a new power of attorney, is required within ONE (1) MONTH from the mailing 
date of this letter or within the time remaining in the response period of the last Office action. . 

4. ^ The Amendment filed on 16 October 2001 does not comply with 37 CFR 1.530(d)-(j). Patent owner is given ONE (1) MONTH 

from the mailing date of this letter, or within the time remaining in the response period of the last Office action to correct this 
informality; otherwise, the reexamination proceeding will be terminated (37 CFR 1.550(d)). 

5. M Other 

Per item 1 : Assuming Owner's failure to provide the PTO with proof of service is indicative of Owner's failure to have actually 
served the paper in a timely manner on the Requester, the examiner notes that this would appear to be Owner's second failure 
to serve papers on the Requester. See Requester's Communication dated 4/2/01 (a copy of which is attached). 

^ Per item 4: The number of examples of Owner's failure to comply with 37 CFR 1 .530(d)-(j) are too numerous to list here in light 
Ni of the PTO's scarce resources. See, however, Owner's failure to underline the words "at least one" in claim 1 step a, line 1 . 

yj 

I J Furthermore, see also Owner's request to "add" claim "20" (at page 1 of the 10/16/01 paper) while the identical claim had 
\ already been added in the paper dated 4/18/01 as claim 19 (subsequently renumbered by the Office as claim 20). See also that 
the alleged "clean copy" of the claims (penultimate page of 10/16/01 paper) does not accurately reflect the text of at least claim 
1: Claim 1 uses alpha characters (a, b, c t & d) to demarcate the claim sub-parts whereas the alleged "clean" copy used 
numerals (1, 2, 3, &4). 



p While not offensive of any PTO statute, regulation or policy, Owner's failure to number the pages of the paper does not foster 
efficient administration of US patent laws. 

y Additional item: Notwithstanding the instruction in the Decision, sua sponte, to Merge Reexamination and Reissue Proceedings 

CP mailed 21 March, 2001 (the "Merger Decision"), for Owner to provide two copies of papers filed (one for entry into the reissue 

Q file, the other for entry into the reexamination file), it does not appear that Owner has filed two such copies of the 10/16/01 

n \ response with the Office. 

In view of the above, the 10/16/01 paper will not be entered into either of the reissue or reexam files. 

It is also noted that the Correspondence Address in Reissue SN 09/733392 is not the same as in the Reexamination 
90/005710. 



No Power of Attorney has been filed in Reeissue SN 09/733392. * n cc -V 



Owner is urged to review the time extension provisions governing this merged reexam / reissue proceeding. 

NOTE: EXTENSION OF TIME ARE GOVERNED BY 37 CFR 1.550(c). If the period for response specified above is 
less than thirty (30) days, a response within the statutory minimum of thirty (30) days will be considered timely. 

Chester T. Barry 
Primary Examiner/ 
Art Unit: 1724 
703-306-5921 



« ec: Requestor (if thir d party rcquo&tc r) ^CjTI& /^3//c/J 




U S Patent and Trademark Office 

PTOL-475(Rev.04O1) 



Notice of Defective Paper in Ex Parte Reexamination 



Part of Paper No 19 
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CASE RE-US5846435 



r • '.TIPICATE OF MAILING 

I hereby certify that this paper (along with jny paper referred to as being attached or enclosed) is being deposited with the 
United States Postal Service on the date shown below with sufficient postage as first class mail in an envelope addressed to 
the: Assistant Commissioner for Patents, V 'ashington, IXC?20231. /V /* 

Type or print name Signature Date 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



s . i 



IN RE MERGED REEXAMINATION AND 
REISSUE OF US PATENT NO. 5,846,435 
REEXAMINATON CONTROL NO: 
90/005,710 

REISSUE APPLICATION NO. 09/733,392 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



Group Art Unit: 1724 
Examiner: C.BARRY 
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COMMUNICATION 

Dear Sir: 

Requester acknowledges receipt of the Decision to merge reexamination and reissue 
proceedings, dated March 21, 2001. Requester notes reference to an amendment filed in the 
reexamination proceedings. Tfierpatentee iir^uired to serve Requester with a copy of all 
-communications with the USPTO. No such amen^ent was received by Requester. Requesters 
(trusts That the patentee will comply with this requirement in the future. > 



Respectfully submitted, 

Ciba Specialty David R. Crichton 

Chemicals Corporation Attorney for Requester 

540 White Plains Road Reg. No. 37,300 

P.O. Box 2005 

Tarrytown, New York 10591-9005 
Tel: (914) 785-7124 

Fax: £M7i*:ZJ°?- - --^ 

QcT^ue-Z.. Shaper-c/o-Felmans-Bradley Vaden Gunter & Dillon LLP" 
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